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Pursuant to the directives of the response filed 12/27/05, claims 23-24 have been 
cancelled, and claim 20 amended. 

Claims 6-22 are rejected under 35 U.S.C. §112 second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. 

• Claim 6 is indefinite as to the manifestations of "stability". Is it 
reduction (or absence) of polymerization? Reduction of de- 
polymerization? Absence of aggregation? Structural integrity? In 
vitro biochemical activity? Also, is it sufficient that one component of 
the composition be stabilized, e.g., the sucrose or the ATP. . .? 

• In claim 7, the phrase "the composition of step (b)" lacks literal antecedent 
basis. The same issue applies in the case of claim 8. Perhaps the 
terms first compostion and second composition could be used in some 
way. In response, applicants have argued that in claim 7, the term "the 
composition" refers to the pyrene actin composition which has been mixed 
with sucrose and a stabilizing agent. Applicants have further argued that 
there is no justification for the suggestion that the term "the composition" 
could refer to the pyrene actin composition prior to mixing with sucrose 
and a stabilizing agent. However, the examiner disagrees with 
applicants' assessment. As it happens, there is nothing in claim 7 to 
preclude the possibility that the term "the composition" refers to the pyrene 
actin composition prior to mixing with sucrose and a stabilizing agent. 
Similarly, there is nothing in claim 8 to preclude the possibility that the 
term "the composition" refers to the pyrene actin composition prior to 
mixing with sucrose and a stabilizing agent. 

• Claim 8 makes reference to a composition which has been frozen. Is a 
frozen composition an inherent feature of claim 6, or does one actually have 
to carry out the freezing process? The following is one option for claim 
language: 
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A process for stabilizing a pyrene actin composition comprising 

a) concentrating a pyrene actin composition, thereby generating a first 
pyrene actin composition; 

b) mixing the first pyrene actin composition with sucrose and a 
stabilizing agent, thereby generating a second pyrene actin composition; 
and 

c) rapidly freezing the second pyrene actin composition, 

• In claim 9, the phrase "said frozen composition" lacks literal antecedent 
basis. In response, applicants have argued that, while it is true that 
claim 8 does not recite the phrase "frozen composition", its existence is 
implied by the language of claim 8. At the same time, applicants are 
unwilling to make explicit that which they regard as implicit. Such 
arguments that there are various hidden meanings does little to bolster 
applicants' argument that the claims are clear and definite. Perhaps 
applicants believe that the composition of claim 6 is actually in the frozen 
state. What is there to preclude this possibility? If applicants are 
going to insist on using indefinite language, numerous possibilities arise as 
to alternative interpretations. 

• In claim 12, it is unclear which of the various compositions is being 
referred to. Applicants have argued that the process of claim 12 means 
that the composition of claim 6 step b is being carried out pursuant to the 
process of claim 8. However, one could first freeze the composition of 
claim 6 pursuant to the method of claim 12, and subsequently freeze the 
composition of claim 6 pursuant to the method of claim 8. Or one could 
first freeze the composition of claim 6 pursuant to the method of claim 8, 
and subsequently freeze the composition of claim 6 pursuant to the method 
of claim 12. Then again, according to applicants, somewhere in the 
language of claim 8 there is a reference to a "frozen composition". By 
applicants reasoning then, one could take the frozen composition of claim 
8, which applicants have argued is present, and then rapidly freeze that in 
liquid nitrogen. This last possibility is indeed physically possible. 
For example, perhaps the "frozen composition" of claim 8 is at a 
temperature of -10 °C; placing the "frozen composition" of claim 8 in a 
liquid nitrogen bath will lower the temperature further. In any case, 
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applicants have attributed to the artisan of ordinary skill cognitive, and even 
telepathic powers which he does not actually possess. 

• Claim 17 makes reference to "said pyrene actin composition". Is this the 
composition of step (a) or the composition of step (b). . .? 

• Claim 18 makes reference to a concentration of sucrose. Is this the 
amount that is present after the mixing procedure of step (b), or was there 
some sucrose present before the mixing? The same issue applies in the 
case of claim 19. In response, applicants have argued that, somewhere in 
the language of claim 18, there is reference to a "final concentration" that is 
obtained after the process of claim 6, step (b) has been carried out. 
However, applicants are not correct. There is no such language in claim 
18. 

• Claim 20 makes reference to "A-buffer". If this term is going to be 
used, it should be defined in the claims. 

• In claim 20, the phrase "the lyophilized pyrene actin composition" lacks 
antecedent basis. 

• In claim 20, the phrase "said resuspended pyrene actin composition" lacks 
antecedent basis. 

• In claim 21, the phrase "said resuspended actin" lacks antecedent basis. 

• In claim 22, the phrase "said resuspended actin" lacks antecedent basis. 

The following is a quotation of 35 USC. §103 which forms the basis for all 
obviousness rejections set forth in the Office action: 

A patent may not be obtained though the invention is not identically disclosed or described 
as set forth in section 102 of this title, if the differences between the subject matter sought to 
be patented and the prior art are such that the subject matter as a whole would have been 
obvious at the time the invention was made to a person having ordinary skill in the art to 
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which said subject matter pertains. Patentability shall not be negatived by the manner in 
which the invention was made. 

Subject matter developed by another person, which qualifies as prior art only under subsection 
(f) and (g) of section 102 of this title, shall not preclude patentability under this section where 
the subject matter and the claimed invention were, at the time the invention was made, owned 
by the same person or subject to an obligation of assignment to the same person. 

This application currently names joint inventors. In considering patentability of the claims 
under 35 U.S.C. 103, the examiner presumes that the subject matter of the various claims was 
commonly owned at the time any inventions covered therein were made, absent any evidence to 
the contrary. Applicant is advised of the obligation under 37 C.F.R. 1.56 to point out the 
inventor and invention dates of each claim that was not commonly owned at the time a later 
invention was made in order for the examiner to consider the applicability of potential 35 
U.S.C. 102(f) or (g) prior art under 35 U.S.C. 103. 



Claim 6, 17, 18 are rejected under 35 U.S.C. §103 as being unpatentable over 
Drenckhahn (J. Biol Chem. 261, 12754, 1986). 

Drenckhahn discloses methods of using pyrene-actin to study rates of elongation 
of pyrene-labelled filaments. Also disclosed (e.g., page 12755, col 1, paragraph 2) 
is that sucrose inhibit elongation of actin filaments. 

The issue here pertains to the manifestations of "success" in achieving stability of 
the pyrene actin. Claim 6 can be interpreted to mean that the mere combination 
of pyrene actin with sucrose is tantamount to the attainment of stability, regardless of 
what experimentally manifest changes may occur in spite of the combination. 
In this respect, the requirements of the claim are met, since Drenckhahn does teach 
the requisite contacting step (pyrene-actin + sucrose). 

Alternatively, claim 6 could be interpreted to mean that if polymerization of 
pyrene actin is reduced by the sucrose, the conditions of the claim are met. Even 
by this test, the disclosure of the reference qualifies. 
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Thus, the claim is rendered obvious. 



No claim is allowed. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to David Lukton whose telephone number is 571- 
272-0952. The examiner can normally be reached Monday-Friday from 9:30 to 
6:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Bruce Campell, can be reached at (571)272-0974. The fax number 
for the organization where this application or proceeding is assigned is 571-273- 
8300. 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist whose telephone number is 571- 
272-1600. 




DAVID LUKTON, PH.D. 
PRIMARY EXAMINER 



